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DETAILED ACTION 

The following office action is a responsive to the Amendment filed, 01/28/04. 
The amendment filed 01/28/04 affects the application, 09/976,838 as follows: 

1. Claims 1-10 have been canceled. New claims 1 1-28 have been added. This leaves 
claims 11-28. 

2. The responsive to applicants' arguments is contained herein below. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 26 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 26 recites the phrase "containing a moiety". However, the claim is indefinite 
because such phrase renders the claim incomplete. It appears that the said phrase should be 
"contains a moiety". 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the United States. 
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Claims 12, 14, 16, 22, 24, 26, 28 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kozuka et al. (JP 05306228). 

In claim 12, applicant claims a method of treating Epstein Barr virus comprising the steps 
of administering to the patient a derivative of a triterpenoid acid containing a moiety of 
glycyrrhetinic acid wherein the moiety of glycyrrhetinic acid inhibits the transcription of viral 
latent genes. Kozuka et al. disclose apphcant's method of treating Epstein-Barr virus early 
antigen comprising inhibiting the formation of Epstein-Barr virus by administering to a patient a 
derivative of a triterpenoid acid containing a moiety of glycyrrhetinic acid (glycyrrhetinic acid 
monoglucuronide salt) (see abstract). It should be noted that since Kozuka et al. treats the same 
disease or condition by administering the same compound as applicant (to the same patient) then 
Kozuka et al.'s compound should inherently have the same effect of inhibiting the transcription 
of viral latent genes. Furthermore, the examiner considers the inhibition of transcription of viral 
latent genes an effect, mechanism, or mode of action by which said treatment of Epstein Barr 
occurs. Claims 14 which is drawn to a method according to claim 12 wherein the dosage is about 
10 mg to about 50 mg, is anticipated by Kozuka et al. since Kozuka et al. also administers the 
same dosage (3-300 mg) (see abstract). Claims 16 which is drawn to a method according to 
claim 12 wherein the dosage is about 50 mg to about 1000 mg, is anticipated by Kozuka et al. 
since Kozuka et al. also administers the same dosage (3-300 mg) (see abstract). Claim 22 which 
is drawn to a method according to claim 12 wherein the dosage is applied intravenously, is 
anticipated by Kozuka et al. since Kozuka et al. also administers their dosage intravenously (see 
abstract). Claim 24 which is drawn to a method according to claim 12 wherein the dosage is 
applied parenterally, is anticipated by Kozuka et al. since Kozuka et al. also administers their 
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dosage parenterally (injection) (see abstract). In claim 26, applicant claims a method of treating 
Epstein Barr virus according to claim 12 wherein the derivative of a terpenoid acid contains a 
moiety of a salt of glycyrrhetinic acid. Kozuka et al. disclose applicant's method of treating 
Epstein Barr virus comprising inhibiting the formation of Epstein-Barr virus by administering a 
derivative of a triterpenoid acid containing a moiety of a salt of glycyrrhetinic acid 
(glycyrrhetinic acid monoglucuronide salt) (see abstract). In claim 28, applicant claims "A 
method of treating Epstein Barr virus comprising the steps of administering to the patient a 
therapeutic amount of a derivative of a triterpenoid acid containing a moiety of a salt of 
glycyrrhetinic acid wherein the salt of glycyrrhetinic acid inhibits the expression of latent viral 
antigens of the Epstein Barr. Kozuka et al. disclose applicant's method of treating Epstein Ban- 
virus comprising inhibiting the formation of Epstein-Barr virus by administering a derivative of a 
triterpenoid acid containing a moiety of a salt of glycyrrhetinic acid (glycyrrhetinic acid 
monoglucuronide salt) (see abstract). It should be noted that since Kozuka et al. treats the same 
disease or condition by administering the same compound as applicant (to the same patient) then 
Kozuka et al.'s compound should inherently have the same effect of inhibiting the expression of 
latent viral antigens of the Epstein Barr. Furthermore, the examiner considers the inhibition of 
the expression of latent viral antigens of the Epstein Barr an effect, mechanism, or mode of 
action by which said treatment of Epstein Barr occurs. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 18, 20, 22, 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kozuka et al. (JP 05306228). 

In claim 12, applicant claims a method of treating Epstein Barr virus comprising the steps 
of administering to the patient a derivative of a triterpenoid acid containing a moiety of 
glycyrrhetinic acid wherein the moiety of glycyrrhetinic acid inhibits the transcription of viral 
latent genes. Claims 14, 16, 18, 20, 22, 24 are drawn to a method of claim 12 wherein specific 
dosages of said compound is administered to specific patients and wherein the dosage is 
administered by specific routes. 

Kozuka et al. disclose a method of treating Epstein-Barr virus early antigen comprising 
inhibiting the formation of Epstein-Barr virus by administering a derivative of a triterpenoid acid 
containing a moiety of glycyrrhetinic acid (glycyrrhetinic acid monoglucuronide salt) (see 
abstract). 

The difference between applicant's claimed method and the method of Kozuka et al. is 
the dosage and the routes of administration used. However, the use of specific dosages and the 
routes of administration depend on factors such as the severity of the disease or condition, the 
age, weight and kind of the patient treated, and is well with the purview of a skilled artisan. 

It would have been obvious to one having ordinary skill in the art, at the time the claimed 
invention was made to have used the process of Kozuka et al. to treat Epstein Barr virus by 
administering glycyrrhetinic acid (glycyrrhetinic acid monoglucuronide salt) to a patient and to 
use different dosages and routes of administration, depending on factors such as the severity of 
the Epstein Barr virus, the age, weight and kind of the patient treated. 
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One having ordinary skill in the art would have been motivated, to use the process of 
Kozuka et al. to treat Epstein Ban* virus by administering glycyrrhetinic acid (glycyrrhetinic acid 
monoglucuronide salt) to a patient and to use different dosages and routes of administration, 
depending on factors such as the severity of the Epstein Barr virus, the age, v^eight and kind of 
the patient treated. 

Allowable Subject Matter 

The following is an examiner's statement of reasons for allowance: The examiner has 
found claims 11, 13, 15, 17, 19, 21, 23, 25, 27 to be unobvious over the prior art of record and 
therefore to be allowable over the prior art of record. The present invention relates to a method 
of treating Epstein Ban* virus comprising administering to a patient a therapeutic amount of 
glycyrrhizic acid. Furthermore, the invention relates to a method of treating Epstein Barr virus 
comprising administering to a patient a derivative of a triterpenoid acid containing a moiety of 
glycyrrhetinic acid. The very relevant prior art document Kozuka et al. (JP 05306228) to this 
invention discloses a method of treating Epstein Barr virus using a derivative of a triterpenoid 
acid containing a moiety of glycyrrhetinic acid. However, although the claims 12, 14, 16, 18, 20, 
22, 24, 26, 28, are rejected as being anticipated by or unpatentable over the prior art document 
(as stated above), the prior art document does not disclose or suggest that glycyrrhizic acid can 
be used or administered to treat Epstein Barr virus, as recited in claims 1 1, 13, 15, 17, 19, 21, 23, 
25, 27. 

Response to Amendment 

AppHcant's arguments with respect to claims 12, 14, 16, 18, 20, 22, 24, 26, 28 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Henry whose telephone number is 571-272-0652. 
The examiner can normally be reached on 8:30 am to 5:00 pm; Mon-Fri. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Shaojia Anna Jiang, Ph.D 
can be reached on 571-272-0627. The fax phone number for the organization where this 
appUcation or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703 308-1235. 



Michael C. Henry 




Shaojia Anna Jiang, Ph.D. 
Supervisory Patent Examiner 



Art Unit 1623 



April 27, 2006. 



